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Application No. 09/701,376 

Reply to the Advisory Action of April 23, 2004 

REMARKS/ARGUMENTS 

Applicants thank Examiner Shosho for the indication in the Advisory Action that the 
rejections under 35 U.S.C. § 1 12, first paragraph have been withdrawn. AppHcants further 
thank the Examiner for indicating that the rejections in view of EP69971 1 and U.S. 6,201,090 
have been withdrawn. Applicants further thank the Examiner for the helpful and courteous 
discussions of April 30, 2004 and May 3, 2004. During the discussion of May 3, 2004 the 
Examiner agreed that the Declaration provided sufficient evidence in support of patentability; 
however, the Examiner requested clarification of the comparability of the measurement 
methods JIS K71 10 and ASTM D256, and clarification of the measurement units for Izod 
impact strength in U.S. 5,684,099. 

The Office indicated in the Advisory Action of April 23, 2003 that the Declaration 
submitted under 37 C.F.R. § 1.132 is not sufficient for overcoming the rejections in view of 
Watanabe (U.S. 5,684,099). 

The presently claimed invention is drawn to a propylene-ethylene block copolymer 
composition which comprises methylenebis(2,4-di-t-butylphenol) acid sodium phosphate (see 
independent Claims 1 and 4). The Office has recognized that Watanabe does not disclose or 
suggest "to select out methylenebis(2,4-di-t-butylphenol) acid sodium phosphate as more 
favorable than other nucleating agents" (page 2 of the Advisory Action of April 23, 2004). 
The Office also recognizes that the Declaration compares "compositions within the scope of 
the present claims" against compositions "within the scope of Watanabe". The Office has 
further recognized that the presently claimed "invention is superior in terms of Izod impact 
strength at -20°C." The Office then appears to object to the content of the Declaration on the 
grounds that none of the examples of the prior art patent ( Watanabe) are similar enough with 
the examples of the claimed invention to provide a side-by-side comparison. 
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In the Declaration submitted on April 5, 2004, each of the examples of Watanabe are 
compared with five examples adhering to the limitations of the present claims. The 
Declaration shows that the Izod impact strength of compositions which adhere to the present 
claim limitations are substantially greater than the Izod impact strengths of the examples of 
Watanabe at -20 °C. Applicants submit that the significantly greater difference in Izod impact 
strength for the invention examples in comparison with the examples of Watanabe 
demonstrate a significant improvement in the physical properties of the claimed invention in 
comparison to the compositions of Watanabe . In fact, each of the examples of the invention 
is shown to have an Izod impact strength at -20 °C that is at least twice the Izod impact 
strength of any of the examples of Watanabe and is more than three times the Izod impact 
strength of some of the Watanabe examples. 

The Office then states the following: 

Thus, given the differences between the propylene-ethylene block 
copolymers utilized in the compositions of the present invention and those 
of Watanabe et al '099, the declaration is not persuasive given that it is not 
clear if the differences in the Izod impact strength between the presently 
claimed compositions and those of Watanabe et al are due to the 
differences between the block copolymers utilized or due to the 
differences between the nucleating agents utilized. 

Applicants have submitted factual information in support of patentability 
demonstrating that the claimed compositions are significantly superior to the prior art 
compositions. As admitted by the Office, Watanabe does not disclose or suggest any 
preference for using the nucleating agent required in the claimed invention. 

It appears that the Office is asserting that Applicants can only demonstrate the non- 
obviousness of the claimed compositions in view of the prior art compositions by comparing 
the claimed invention with compositions that comprise all of the elements of the claimed 
composition. In essence, it appears that the Office is requiring that Applicants compare the 
invention with the invention itself (See In re Chapman , 148 USPQ 711,714). 
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Although the Office asserts that Watanabe discloses a composition that is identical to 
the presently claimed composition. Applicants note that it would require the selection of 
several elements that may be suggested in the prior art- including, inter alia, nucleating agent 
and specific copolymer blocks in order to arrive at the claimed composition. How would one 
of ordinary skill in the art know that a composition adhering to the present claim limitations 
would provide Izod impact strengths that are more than twice and nearly three times as great 
as any of the Izod impact strengths achieved in the compositions of Watanabe ? 

Watanabe may only suggest a composition comprising the elements as presently 
claimed but does not explicitly disclose a composition that meets all of the claim limitations. 
The closest prior art therefore includes those compounds actually exemplified in the patent. 

During the discussion of May 3, 2004, the Examiner noted that units of measure for 
Izod impact strength in the Watanabe patent are expressed in units of "hr.cm/cm" whereas the 
units of measure for the Izod impact strength presented for the Examples of the present 
specification in the Declaration submitted on April 7, 2004 are presented in units of 
kg.cm/cm". The Examiner requested further information showing that the Izod impact 
strength measurements of Watanabe are comparable to the Izod impact strengths presented in 
the Declaration of April 7, 2004. Applicants note that the measurement technique ASTM 
D256 is comparable with the measurement method JIS K71 10. ASTM D256 is used to 
measure the Izod impact strengths presented for the Examples of the present application. JIS 
K71 10 is employed in EP 69971 1 and Watanabe . 

Applicants attach herewith two U.S. patents to demonstrate that those of ordinary skill 
in the art would readily recognize that the measurement methods JIS K71 10 and ASTM D256 
closely correspond to one another. In U.S. 5,563,194 (copy attached) it is stated at column 8, 
lines 37-39 "values of Izod impact strength were measured with test pieces having a notch in 
conformity with JIS K71 10, which closely corresponds with ASTM D256." In U.S. 
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5,175,204, the similarity of the two test methods for Izod impact strength is noted at column 
14, lines 31-33: "Test procedures were as follows: (1) Izod impact strength (notched); JIS 
K71 10 (ASTM D256)". Further, in U.S. 5,175,204, it is disclosed in Table 1 that the correct 
units for measuring Izod impact strength when utilizing the JIS K71 10 method is (kg.cm/cm). 

As further evidence that the unit of measure (hr cm/cm) for Izod impact strength in 
U.S. 5,684,099 is a typographical error Applicants submit herewith copies of JP 8-73547 
(claiming priority to JP 6-214499) and JP 8-85714 (claiming priority to JP 6-222138). The 
afore-mentioned Japanese publications correspond to U.S. 5,684,099 (as evidenced by 
common priority document). 

Table 3 of JP 8-73547 provides correct units of measure for Izod impact strength of 
(kg cm/cm). Table 5 of JP 8-85714 provides correct units of measure for Izod impact 
strength of (kg cm/cm). Therefore, the correct unit of measure of Watanabe U.S. 5,684,099 
for Izod impact is (kg cm/cm) and the data of the Declaration are comparable with the data of 
Watanabe U.S. 5,684,099. 

Applicants submit that this information is sufficient to demonstrate that those of 
ordinary skill in the art readily recognize that the analytical results obtained for measuring 
Izod impact strength with JIS 7110 and ASTM D256 are comparable and that any difference 
between the analytical techniques does not account for the significant difference between the 
invention examples and the prior art examples as disclosed in the Declaration submitted on 
April 7, 2004. 
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Applicants therefore submit that the claimed composition is not obvious in view of 
the prior art on the grounds that the prior art does not explicitly disclose a composition 
adhering to the present claim limitations. 



Respectfully submitted. 
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74 
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77 
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(kg- cm/cm) 


-20"C 
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(kg/cirf) 


23r 


-20T: 


(ks • cm) 


(1C) 








BPPI 




14600 


6. 9 


4. 1 


241 


1 28 


95 


59 


// 2 


BPP2 




14300 


6. 9 


4. 0 


225 


127 


93 


59 


// 3 


BPP3 




14900 


6. 7 


4. 0 


236 


128 


96 


58 


^ 4 
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14000 


7. 1 


4. 5 


248 


1 24 


90 


57 
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0. 4 
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6. 8 


4. 0 


232 


134 


99 


64 


6 
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0. 4 
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4. 0 


21 I 


134 


97 


63 


/J 7 
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0. 2 
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4. 1 


235 
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97 
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3. 1 
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1 10 


90 


51 
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3. 0 
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93 


53 
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0. 4 
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5. 4 


3. 0 


152 


I 1 5 


92 


54 


4 
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0. 4 . 
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5. 3 


3. 2 


1 78 


125 


94 


55 
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omCL.CliCn). .4S3. 175(1993) /J:ir^ig^^a£i^?4^-C^r^'5 J: t 

[0 O 3 Ol XdCl.Br. 1 (n/M3'J''>']^-?--C$>>J. ^ 

v^t6r>lt7^/ufltrr,:^9^/tHei-Cib5. Y^O b It. Hflaaa 
74«3tOi:#(tbt:t 1 — 3, a rt?4 cOi: l± 1 ^fclt 2 7J« 
;*:feL<. Wii[f*Ll><7>l±a;i?4, b j5« 1 <0*&^-C*> 

[0 0 3 11 :t:^WiDBPPi±, $e>lii£?^«:iE^Tr 

^. '^ht^s&i$^iEFiw:fcv^rs5h'?i<tttrBSic«s 

[0 0 3 21 5£-«2miw^jn*ni. mSi^^^'-^^'ii< t 
— WrtCO. D5-0. 5£ia:%Ti1b»3. *f±U<ltO. 
0 8-0. 4£ia:*K.. tOtJltO. 1—0. 3 5^flt% 

3 0^iii:%-C«>9, 7-2 8^%A?fif^L<, 

- 2 5 ^■;k%mmx'^^„ ci^e>^^istfi£2!^j<?^^E^lt. 



(6) 



jf^PRipS - 8 5 7 1 4 



9 

^P^?<r*aiKCt. iiStl 7 0-2 8 otr-cfctJ, «^*u< 
|:tl 9 0--2 6 OT:-C?f-J hXl\ n^tvltW^^n.. 

10 0 3 31 *aS:^i5fei: LTTIl. y . il'V 

10 0 3 41 *P>*w, ^5SW<75BPP(z«:, ia3g;S-(zrtr 
(0 0 3 51 

[MFR] J IS K7 2 10*C^fflU. ^;tr^ttffiipe 

[ji^i^:^-^:ffja:] C.J. Carman et al: Macromolecule 
ii.m. 537(1977) iCTiaBi^nTV^^i' C-NMRffi»Cftl 

[mrlf»tt2^] J I S K 7 2 O 3tw1ttteL/t« 

iT-^vy vmi&^s&i J I s K7 1 1 oicnftifiu, 30 

C^fiSififSSaiS] A S TM nn029-78 lwTt*«M 

mm:Lt>^f^i J I s K 7 2 0 7 Btfeir.t(tMb. 

6 k K-?SIil'4£Lfc. 
[0O3G3 Cnyi' f>.-=/HaiJK] JIS K7 2 0 2 

OOk, t±iJtP^ffittlK:7-cy>'vr^;u (CPl 5N) 5 

0 om I *>j:cM5i!t*>y a— vttiiii^!; >'ift (kf 

9 6) 5 0 0ml ?iML><i;eiS^?i3e*rSsB3?lta^T. 1 2 
o-C-c^^fgJIfU/i^ ::cojte^«:t^^tf8ft:x3!;gttsE<T 
K3n-€-%=^-1?— «:fflVNTl got:. 3 0 0 0[g$Z;/5J'^ 
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o elrffijK^T^^y'S o Om 1 tlal^faifiif-a:, o*C-CjJI 

it^^>5 0 Om I Sr^WXL, nt^T I 2 0 r T- 1 P^lfilCt 
Rtru^t^, fi?JKBWF6ia»cTia(^T?5^>«:ti»JiftU, BOX: 

[0 0 3 7] (CI) T I C 1 4 [Cc T-I4 ( COO» C 

mwt^-^'^i 9 e «:-&ti-^^-f-v 1 y y h/t-ojgtte 
ic, "^^/t^v^-f y-/^>'U2 7. skSt, ox^^mmi^ 
i:tjjte>«3 o^>^tr2sirufco jwr«5Ts. 4 o'ctc^ 

--^1^>'5 0 Om 1 ■P5lLDi5fe*^LB6tife«r^^fc. 

[ 0 o a 8 1 (/^) :£'^f^ftllJacMt^^^7?saK 

±KE (>f) T'^fj,ittfi^f*S»M£2 0g^h/t-^.>'3 0 0 
m 1 (;:B«i55i?-fr. 2 5*C-C*±:5il i^) X'^f^tltiT i C 
ii [Cs Hi ( COO* Ci Hd)z15. 2i?-Ci'U^fin 
islL^L -Clans' ^F-tirfc. 4Hi^1?JI^T'&. ^^^^m^ZXJ^i^ 
^Sr^IBtL. h^L-^.VS 0 Om 1 irPqJfifk^^'V I Om 

h/v.3i:^5 0 Om I T-5lel. '^iS.cO'-.de-^y-^ 5 0 0 m I 
[0 0 39] 

S5RS:|flJ53tT. rtSiaa y v h/^cO;^— h^^ ^— >^t» 

tz, n — >'g 0 Om 1 . h y^-f->'ur-'t'5 = f:^i* 

6. 0 K.- i^v'^' P-^l^^f-zl^v^^ K:¥-'>v'^>'3. 9 
ftXLs O-B-CCOiaa^MPH-C^B^J^Iin^^L/-. iJcti. 

ESf^fttTOc^^-Jt, n ^'Td^^'eS U Om I -C3CiJifci^ 

(0 0401 sfe'^-^ 

(1) 'Si—^^'Cr : ^^V^mt5,r. ^^«ts Q\f -y b/u<r> 
«am'g'®W:fB!ft3£2. Or, h y Ji^/ur.'Ui c^'J'-t^ I 

L-C 1 30 0 0-t>Up pmlC/jr^<i: ^»C7k5RSr357^L. 



(7) 



^tSt^^^B - S S T 1 4 



10 0 4 1] (2) ^.-fk^^ ; ST-ia:m^<*TUi, 
PI, ^51*2 ON y 5^ h/U'/BS'l^cOtltl&fiSjg^T?^ O^tiil* 

VT'cry^^iltl&'&l^ (Eir rBPPlJ tw-^i) 8. 6 
O^T*«>i^^cre'U>-3if-U>'*;^Ciy^'^t-ffi^f^ (lit 

%*iJ:tJ(MFR;6t 1 S. 3 c / 1 0 ^T'A) 5:^c» 
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J 

8. 0 M s 
3. 0 & 

2 0 0 O 0[i] 
t, 2. 4- 
?fPiSC (7 5/ 

3 0 0 nciR/ 

1 2 ox: 



[0 0 4 31 tfclSfiiilfflt Lrjfe<0 2ffi«S<7JB P 

p^rfflv^fc. jffy— • T^ytt:©AA«P,=J^£^t^^^>- 
vtc^fU-CB 0 0 0'=e'/U'p pmlc/x-5J:^lc;*^*«r337A 
U 7 0r:*■C•^^taL. Jl^tTBPP l i:(5Ii^»CLx£^ 

;Jtl8. 2 «/l 0^f*>«jt>tO (JIJtT ^'B P P Bj 
V*^) . A5J:tmiE (-<) -C3WJK*nfctt«C«:>Hv^ftr 
<i:*ii:C^Sff— ®tffi^S*Sf<07lc35a^9 3 0 O^y^p pmi: 

a*il3&«l0. tiaiit%*Jj:t/MFR;5n B, 4g/l 

o^>X'ab5TL<^j Clitr rBPPsj t*r>^) 
Try^-^LfcTKy-rahTUi^gBizov^r. X K r p, 
rfy. r P02n;ESfc«=rtuur<Di:*3»3-c«>'5, 

NM-GSX4 O 0 



[004 51 



(3 uI-<>"e;✓/:^^^✓^'>'(ora-e• 
3. OmJigl^ 
[^3] 



Bppa> 


X I 


I P 


N 


N, 


m m 






(-) 




BPPl 


9 d. 5 


d9« 6 


98 6 


88 


BPP2 


9 9. 6 


9 9. 6 


73 6 


78 


BPP3 


99, G 


9 9, 4 


7 84 


82 


BPP4 


9 9.4 


9 9. 4 


6 5 8 


7 3 


[JPP5 


9 8. 5 


97. 7 


2 11 




BPP 6 


9 8. 8 


9 8. 8 


3 0 1 


6 



[0 0 4 6] i^t, 5iz:^-P^^tL/^«i-iC;^U'V-rtj 

h-Tr-r/l'Wft^^rlCjir;. FP, Pr , Pn^iJJlLFCSD 



[0 0 4 73 
[94] 



SD 



4*W^8-S 5 7 14 

14 



BPP© 


(b) 


FP 


Po 


Pfi 


CSO 


m m 








(-} 


(-) 


BPP 1 


a 


5 0 


74. 8 


0. 54 


3.5 1 


BPP2 


6 


4 7 


71. 2 


D. 52 


3.0 0 


BPP 3 


38 


69 


77. 4 


D. 66 


3. 20 


BPP4 


I 6 


5 2 


75, 8 


0.6 1 


3. 3 1 


BPP5 


2 2 


52 


62. 1 


0. 75 


1. 77 


EPP6 


4 2 


50 


7 5. 0 


0.7 1 


2. 75 



[0 0 4 81 uxp- t-y^/u:fce 

10049J ^m5iIi-7. it«tWl-4 

— O. O 53£fi%. '^V^'jiU ^ i; h5?=^ 
^ [3- (3. t -y^^^/I — 4 -t KtJ^^-^xT' 



ftiWttiJi)c?!$«l (r S-1 7 0 FID 4-Jtlt>-C, Z 2 
10 0 5 0] — 7 — , y y... 











1 r^tf» 






































(ks * cm/am) 


-30X 
















23t; 


-20r 


(k s * can) 


m 








UPP I 




16300 


7. 1 


4. 2 


24S 


1 20 


B6 


59 


* 2 


BPP2 




14800 


7. I 


4. 2 


234 


1 26 


94 


59 


3 


&PP3 




1 630Q 


6. 9 


4. 1 


246 


120 


97 


53 


* 4. 


6PP4 




14400 


7. 3 


4. 7 


257 


I 36 


82 


sa 


5 


BPPl 


0. 4 


1T300 


T. 0 


4. 1 


237 


135 


100 


64 


«• D 


BPPa 


0. 4 


1 6600 


6. 9 


4. 1 


222 


136 


99 


83 


^ 7 


flPP4 


0. 2 


16300 


7. I 


4. fi 


241 


135 


88 


61 




□ PPG 




1 t 600 


S. 3 


3, 1 


1 es 


I 10 


do 


S 1 




dPP6 




12900 


C. 3 


3. 0 


ISO 


119 


93 


63 




BPPB 


0. 4 


1 3400 


6. 4 


5. 0 


t S3 


1 IS 




64 


* 4 


BPP6 


0. 4 1 


t 4600 


5. 3 


3. 3 


I 75 


12B 


94 


55 



[005 1 ] 



113 2 1 ^f^f>'--?^CifcrW'>'4tffi-a^«C0O^ffi^ittr<SiX 



(9) 



iMfBBMis-s 5 7 1 4 
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(10) 



^I5fl^8 — 8 6 7 1 4 
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